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Art Unit: 1661 

Status of the Application 

The Objection to the to the Disclosure, 37 CFR 1.163 and 35 USC section 112 
have been overcome in applicant's submission dated April 1, 2003. 

Objection to the Disclosure 
35U.S.C. 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Grounds for Rejection 

Claim 1 (the claim) is rejected under 35 U.S.C. 102(b) as the instant plant 
Vulcan Time' was according to applicant, sold outside the U.S. more than one year 
prior to the date of application for Plant Patent (July 6, ,2001 ) in the United States. 

Applicant also admits information from a CPVR application for said variety was 
published in the Netherlands. Additionally, according to a UPOV search the instant 
plant has also been filed in the European Community as Vulcan Time' identified by, 
PBR 981621 which was filed December 21, 1998 and then published February 15, 
1999. 

Applicant further admits that limited information was made available in published 
Ficor Catalogs for the year 2000. Said catalogs were publicly distributed in the United 
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Kingdom and in Ireland more than one year prior to the U.S. file date for the purpose of 
selling the instant plant. 

A printed publication can serve as a statutory bar under 35 U.S.C. 102(b) if the 
printed publication, combined with knowledge in the prior art, would have enabled one 
of ordinary skill in the art to reproduce the claimed plant, and said printed publication 
was published more than one year prior to the date of application in the United States 
{In re LeGrice, 301, f.2d 929, 133 USPQ 365 (CCPA 1962)). If one skilled in the art 
could have reproduced the plant from a publicly available source, then the publication 
describing the plant would have an enabling disclosure. See Ex parte Thomson, 24 
USPQ-2d, 1618, 1620, (Bd. Pat. App.& Inter. 1992) ("The issue is not whether the 
[claimed] cultivar Siokra was on public use or sale in the United States but, rather, 
whether Siokra seeds were available to a skilled artisan anywhere in the world such that 
he/she could attain them and make/reproduce the Siokra cultivar disclosed in the cited 
publications."). See also MPEP 2121.03. 

As such, said publications combined with the knowledge in the prior art, would have 
enabled one of ordinary skill in the art to reproduce the claimed plant. Information regarding the 
claimed variety, in the form of the publications noted above, was readily available to interested 
persons of ordinary skill in the art. 

A publication relied upon as prior art under 35 U.S.C. 102(b) must be enabling. The text 
of the relied upon publications standing alone would not have enabled one skilled in the art to 
practice the claimed invention. When a claim is drawn to a plant, the reference, combined with 
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knowledge in the prior art, must enable one of ordinary skill in the art to reproduce the plant. 
The admission of prior sale and offer for sale more than one year prior to the filing date of the 
instant application enables the referenced documents because the disclosed cultivar could have 
been propagated from publicly available materials, and one skilled in the art would have the 
knowledge of how to do so, given the notoriety of various methods of asexual propagation. 
See, e.g., Thomson, supra. See also Cooper, "Biotechnology and the Law", Section 8.05, 
pages 8-15 to 8-16 (August 2000), Clark, Boardman, Callaghan ("In essence then, a plant 
patent applicant cannot lose his rights through public description of the new variety so long as 
he does not make the stock available for propagation by the public"). 

Response to Arguments 

(A) 

Applicant argues that the examiner's position is incorrect according to 102 (b) 
which states that the reference must place the public in possession of the invention. 
Clearly such is case when the invention in question is publicly available. 

(B,D,E,G) 

Applicant's assertion that 102 does not apply unless all elements of the invention 
are to found in a single reference is indeed correct. However, applicant is mistaken in 
applying such an argument as the admission of sale is not in fact a reference. 

(C,F,G) 

Applicant's contention that foreign commercial availability or public use is not a 
bar to patentability under 35 U.S.C. 102(b) is noted but is not relevant. The clear 
wording of 35 U.S.C. 102(b) is "A person shall be entitled to a patent unless - ...(b) the 
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invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States...". There is no geographic limitation of the 
bar under 35 U.S.C. 102(b) to printed publications in this country. There is no 
requirement that a printed publication that describes the invention be printed or enabled 
in this country. The second clause of 35 U.S.C. 102(b) barring public sale or use in this 
country is not relevant because as noted above, the current rejection under 35 U.S.C. 
102(b) is based on foreign published documents ("printed publications"), as enabled by 
the admitted public availability of the plants outside the United States more than one 
year prior to the date of domestic filing. 

That the claimed plant was not available in the United States more than one year 
prior to the date of domestic filing is not persuasive to patentability, as there is no 
geographic component of enablement. For a patent specification to be enabling, there 
is no requirement that the starting material required to produce the claimed invention 
must be located in the United States. See, for example, Ex parte Rinehart 10 USPQ2d 
1719, 1720 (Bd. Pat. App. & Inter. 1989), where a specification was found to be 
enabling even though the required biological material was not deposited, but was 
obtainable from specified locations in the ocean (specifically, only off the coast of 
Central and South America, as described in U.S. Patent 4,548,814, col. 1 , lines 43-60). 

Appellant asserts that the plant at issue was available only in a foreign country. 
This assertion is incorrect. In LeGrice, applicant never admitted that the rose cultivar 
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was on sale anywhere. Instead applicant acknowledged, Trior public use or sale are 
the avenues by which a plant enters the public domain" (133 USPQ at 371). 

In Conclusion 

Appellant argues that LeGrice requires that a printed publication enable one 
skilled in the art to independently produce the claimed plant from starting material other 
than the claimed plant itself . This argument is not persuasive because the LeGrice 
decision does not impose such a requirement. The LeGrice decision states, "Basically, 
section 102(b) requires that an inventor, who has placed his invention in the public 
domain, file his application within one year thereafter..." (133 USPQ 365, 371). Clearly, 
the court did not believe that the claimed plant was in the public domain. Absent public 
availability of the plant, the only means to produce it would be to independently re- 
create it by repeating the original hybridization and selection processes. While one 
could theoretically obtain the same plant by this method, the court correctly ruled that 
this would not be practical. The LeGrice decision essentially states that mere words 
could not put one skilled in the art in possession of the claimed plants. In the instant 
application, however, there is more than mere words - there is the ready public 
availability of the claimed plant itself, which would enable one skilled in the art to 
duplicate the plant many times over without further exercise of inventive skill. 

It is also of interest to note that the Court cited Robinson on Patents, which listed 
the requirements for a document to be considered a "printed publication". Among the 
requirements is that the document must be "so precise and so particular that any person 
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skilled in the art to which the invention belongs can construct and operate it without 
experiments and without further exercise of inventive skill." 133 USPQ at 369 (emphasis 
added). If a rose plant is commercially available, the nurseryman who sells the plant, or 
the amateur rose enthusiast who purchases it, would readily be able to reproduce the 
plant by cuttings, budding, grafting, etc., without undue experimentation or exercise of 
inventive skill. 

The Court also noted that "...only an 'enabling' publication is effective as a bar to 
a subsequent patent. We do not agree with the view expressed by the examiner that 
this necessarily requires that plant publications be 'totally ignored.'" 133 USPQ at 374. 
Applicant's position appears to be that all printed publications are, by definition, non- 
enabling in the plant art and therefore no rejection can ever be made over a printed 
publication. This is contrary to what the LeGrice Court stated in their decision. 

The Court concluded, "The mere description of the plant is not necessarily an 
'enabling' disclosure." 133 USPQ at 378. In the instant application, there is more than a 
"mere description" of the plant - there is also evidence of public availability of the same 
more than one year before the instant application was filed. The claimed plant is within 
the "knowledge of those skilled in the art" by virtue of its public availability. One skilled 
in the art would thus have known "how to make" the claimed plant upon reading the 
cited publications, by purchasing a clone of the plant and asexually propagating it by 
cuttings or any other known method in the art. Thus, the publications provide an 
enabling disclosure when combined with the knowledge of the skilled artisan. 
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Relative to applicant's continuing insistence that the LeGrice Court knew the 
plant was on sale because the Board said so, it nnust again be mentioned that the 
question of "publication plus sale" was not before the Court; only the question of 
"publication alone" was before them. Further, there does not appear to be any evidence 
of sale, just a conclusion by the Board that does not appear to be based upon any 
substantive evidence. As noted above, copies of the catalogue publications were not 
provided by the applicant - how could the examiner or the Board have known precisely 
what they disclosed? Not only was the Board's statement conclusory without any 
evidence, but this conclusion was followed by a further conclusion that public use or 
sale would have been irrelevant in any regard, as the references would be proper prior 
art in and of themselves. Therefore, the LeGrice Court was not reviewing (or implicitly 
agreeing with) the statements by the Board regarding public use or sale, but rather was 
reviewing the Board's decision, which, explicitly, did not involve public use or sale 
enablement issues. 

The Examiner agrees that the publication "by itself would not enable a person skilled in 
the art to reproduce the claimed plant. However, the availability of the plant whether through 
sale or other form of public availability would enable the disclosure of the printed publication. 
Applicant cites Ex Parte Argoudelis, De Boer, Eble and Herr as supporting the 
proposition that public availability of the disclosed biological material does not enable a 
printed publication . In this case, the Board reversed the examiner's rejection under 
section 102(b), which was based on a printed publication disclosing a microorganism 
which was not readily available to the public. The LeGrice decision was cited 
extensively. It is noteworthy that the Board did not require that one skilled in the art 
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must be capable of independently creating or isolating the microbial strain - only that 
one so skilled be able to obtain the microbial strain. 

The Argoudelis Board stated, "...this affidavit confirms that the invention cannot 
be reproduced from the written description since it specifically refers to the fact that 
access to the microorganism used is necessary. It is obvious that, with the 
microorganism at hand, the invention can be reproduced." It was also affirmed that, 
"The person skilled in the art is supposed to have before him whatever is known and 
available to such persons skilled in the art" (157 USPQ 437, 442). 

In reversing the rejection under section 102(b), the Board reasoned, "In the prior 
appeal appellants urged, among other matters, that the reference did not contain a 
sufficient description of the organism mentioned. In Appeal No. 717-72, in a commonly 
assigned application, which was heard at the same time as the first hearing in the 
present appeal the question involved was the utilization against the applicants of a 
disclosure in a foreign specification which contained such description of the organism 
and was othenA/ise similar to the disclosure in Ex parte Kropp. Counsel argued in the 
brief that such a disclosure is meaningless, 'just as meaningless as if a 'philosopher's 
stone' were recited as usable to make' the antibiotic. In that case the rejection of the 
examiner was reversed, predicated upon the insufficiency of the disclosure 'in the 
absence of any evidence of what may have been known or available to the public on the 
date involved,' citing Ex parte Kropp and In re LeGrice. In view of this, therefore, we 
believe that the rejection on the Anzai publication should not be pressed and this 
rejection will not be affirmed" (157 USPQ 437, 443, citations omitted). Clearly, the 
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Board was of the opinion that public availability of the required biological material is 
relevant in determining whether a foreign publication provides an enabling disclosure. 

The contention that foreign commercial availability or public use is not a bar to 
patentability under 35 U.S.C. 102(b) (brief, pp. 14-15) is noted but is not relevant. The 
clear wording of 35 U.S.C. 102(b) is "A person shall be entitled to a patent unless - ...(b) 
the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States...". There is no geographic limitation of the 
bar under 35 U.S.C. 102(b) to printed publications in this country. There is no 
requirement that a printed publication that describes the invention be printed or enabled 
in this country. The second clause of 35 U.S.C. 102(b) barring public sale or use in this 
country is not relevant because as noted above, the current rejection under 35 U.S.C. 
102(b) is based on foreign published documents ("printed publications"), as enabled by 
the admitted public availability of the plants outside the United States more than one 
year prior to the date of domestic filing. 

That the claimed plant was not available in the United States more than one year 
prior to the date of domestic filing is not persuasive to patentability, as there is no 
geographic component of enablement. For a patent specification to be enabling, there 
is no requirement that the starting material required to produce the claimed invention 
must be located in the United States. See, for example, Ex parte Rinehart 10 USPQ2d 
1719, 1720 (Bd. Pat. App. & Inter. 1989), where a specification was found to be 
enabling even though the required biological material was not deposited, but was 
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obtainable from specified locations in the ocean (specifically, only off the coast of 
Central and South America, as described in U.S. Patent 4,548,814, col. 1 , lines 43-60). 

Applicant asserts that the plant at issue in LeGrice was available only in a foreign 
country, and that the fact situation there is the same as in the instant application. This 
assertion is incorrect. In LeGrice, applicant never admitted that the rose cultivar was on 
sale anywhere. Instead applicant acknowledged, "Prior public use or sale are the 
avenues by which a plant enters the public domain" (133 USPQ at 371). 

There is no indication in the LeGrice decision that the Court considered whether 
the claimed plant had been on sale. The LeGrice decision repeatedly returns to the 
question of whether the invention "was in the possession of the public" based solely on 
the words set forth in the printed publications. As stated by the Board in Thomson, "the 
court's holding was based on the specific 'printed publications' before it, and no 
indication was given that the 'prior catalogue publication' before it evidenced 
commercial availability in a readily enabling form." 24 USPQ2d at 1621. 

"The rejection is not over a combination of two events but the publication 
alone..." The paragraph continues to state, "Foreign availability is evidence that 
supports the enabling nature of the publication." As repeated above, the rejection is 
based upon the publication and the sale or public availability of the disclosed plant is 
evidence that the disclosure was enabling. 

In re Samour 57 ^ F.2d 559, 197 USPQ 1 (CCPA 1978) and In re Donohue, 766 
F.2d 531, 226 USPQ 619 (Fed. Cir. 1985) do not support use of the publication and 
foreign availability on which the rejection is based (brief, pp. 16-17). In Samour as in 
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Donohue, the secondary evidence, such as other patents or publications to show the 

state of the art, can be cited to show that the primary reference contains an "enabling 

disclosure." The Court states in In re Donohue (226 USPQ at 621 ): 

It is well settled that prior art under 35 U.S.C. § 102(b) must sufficiently describe 
the claimed invention to have placed the public in possession of it. 7 In re Sasse, 
629 F.2d 675, 681, 207 USPQ 107, 111 (CCPA 1980); In re Samour, 571 F.2d at 
562, 197 USPQ at 4; see also Reading & Bates Construction Co. v. Baker 
Energy Resources Corp., 748 F.2d 64, 651-52, 223 USPQ 1168, 1173 (Fed. Cir. 
1984). Such possession is effected if one of ordinary skill in the art could have 
combined the publication's description of the invention with his own knowledge to 
make the claimed invention. See In re LeGrice, 301 F.2d at 939, 133 USPQ at 
373-74. Accordingly, even if the claimed invention is disclosed in a printed 
publication, that disclosure will not suffice as prior art if it was not enabling. In re 
Borst. 345 F.2d 851, 855, 45 USPQ 554, 557 (CCPA 1965), cert, denied, 382 
U.S. 973, 148 USPQ 771 (1966.) It is not, however, necessary that an invention 
disclosed in a publication shall have actually been made in order to satisfy the 
enablement requirement. 



Therefore, a foreign disclosure describing the claimed subject matter, published over a 
year prior to the filing of the domestic application, is an enabling bar under 35 USC § 
102(b) where the plant stock necessary for propagation could have been obtained over 
a year prior to domestic filing of an application. 

Applicant asserts that the Examiner has not provided any authority supporting 
the statement that enablement need not be in the United States (brief, p. 18). This 
concept is hardly novel, and is supported by Ex Parte Rinehart and Ex Parte Argoudelis, 
both discussed above. In contrast, applicant has not provided any support for the 
opposite view. 

Public notice of a Plant Breeder's Right application informs the public of the 
existence of the plant. Sale or other public use of said plant then puts it within the 
knowledge of one skilled in the art. If a printed publication, when taken in conjunction 
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with the knowledge of those skilled in the art, provides an enabling disclosure, then the 
printed publication can be a statutory bar. The following is a passage from LeGrice, 133 
USPQ at 379: 

The mere description of the plant is not necessarily an "enabling" 
disclosure. Such descriptions, just as in the case of other types of 
inventions, in order to bar the issuance of a patent, must be capable, 
when taken in conjunction with the knowledge of those skilled in the art to 
which they pertain, of placing the invention in the possession of those so 
skilled. 

The information in the relied-upon printed publications taken in conjunction with 
the knowledge of those skilled in the art (including the sale or public availability of the 
plant and methods of asexual propagation) would enable a person skilled in the art to 
reproduce the plant, thus the publication is a statutory bar under 35 U.S.C. 1 02(b). 

Appellant argues that the rejection is improper because the reference relied on does not 
teach every aspect of the claim, and that references may not be combined in a rejection under 
35 U.S.C. 102 . These arguments are not persuasive for two reasons. First, applicant has 
admitted that the plant disclosed in the references is the same plant which is now claimed. 
Therefore the prior art plant inherently possesses all the characteristics of the claimed plant. 
Appellant has not pointed out what "aspect" of the claimed plant is missing from the plant as 
disclosed in the prior art. Second, there is no other reference. Applicant has not explained 
how the admission that the plant was publicly available constitutes a "reference." Even if one 
were to assume, arguendo, that this admission is a reference, it is not used to compensate for 
any "deficiency" in the primary reference. Applicant's admission is being used only to document 
that the claimed invention was in possession of the public, which is permissible in a rejection 
under section 102. See MPEP 2101.01. 
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For the reasons stated above the rejections have been maintained. 

The above listing may not be complete. Applicants should carefully compare the 
claimed plant with the botanical description set forth in the specification to ensure the 
completeness and accuracy and to distinguish the plant within this expanding market 
class. Any further botanical information should be imported into the specification, as 
should any additional or corrected information relative to the same. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Claim Rejection 



35 use §102 (b) 



Claim 1 is rejected under 35 U.S.C. 102 (b), as having been patented or 
described in a printed publication in this or a foreign country or in public use or on 
sale in this or a foreign country, more than one year prior to the date of this 
application for patent in the United States. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle Kizilkaya whose telephone number is (571) 
272-0978. The Examiner can normally be reached Monday through Friday from 9:00 
a.m. to 5:00 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Bruce Campell, can be reached on (571) 272-0974. The fax number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
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